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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments, see Applicant's remarks, filed 10/09/2008, with respect to 
rejection of claims 1-43 have been fully considered and are persuasive. The rejection of 
claims 1-43 has been withdrawn. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Regarding claim 1 , the claim recited a method comprising two steps that are not 
clearly tied to or performed by a machine or executed by a "computer processor". It 
maybe performed by a signal having instructions transmitted in air or transmitted over a 
wireline link, medium or the like. Therefore, claim 1 meet 101 rejection. 

Claims 2-22 depend on claim 1 . Therefore, they are rejected with the same 
reasons set forth in claim 1 above. 
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Regarding claim 23, a system recited in tlie claim is a software package (see the 
specification, paragraph [0022]). Claim 23 does not recite components of the system 
(i.e., analyzing unit, extracting unit, etc.) performed by a machine or executed by a 
"computer processor." Therefore, claim 1 meet 101 rejection. 

Claims 24-43 depend on claim 1 . Therefore, they are rejected with the same 
reasons set forth in claim 23 above. 

Claim Rejections - 35 USC § 102 

3. The following Is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1 are rejected under 35 U.S.C. 102(e) as being anticipated by Albal et al. 
(Pub. No.: US 2003/0076934). 

Regarding claim 1, Albal et al. ("Albal") teaches a method for populating an 
electronic address book, said method comprising: 

analyzing Information stored in a billing database or call data record (see 
paragraph [0025]); 

extracting at least one telephone number from the billing database or the call 
data record if at least some of the information stored in the billing database or call detail 
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record meets predetermined criteria (paragrapli [0027]); and 

adding tine extracted at least one telephone number to the electronic address 
book (see paragraphs [0029]-[0030]). 

Regarding claim 23, Albal teaches a system for populating an electronic 
address book comprising: 

an analyzing unit which analyzes information stored in a billing database or call 
data record (see paragraph [0025]); 

an extracting unit which extracts at least one telephone number from the billing 
database or the call data record if at least some of the information stored In the billing 
database or call detail record meets predetermined criteria (see paragraph [0027]); and 

a transferring unit which adds the extracted at least one telephone number to the 
electronic address book (see paragraphs [0029]-[0030]). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-2, 6-15, 20-24, 28-36, and 41-43 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Comp (Pub. No.: US 2004/0203579) in view of Harms et al. 
(Pub. No.: US 2003/0078981 as cited in the previous Office Action). 
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Regarding claim 1, Comp teaches a method for populating an electronic 
address book, said method comprising: 

analyzing information stored in a billing database or call data record (i.e., call log 
manager 52 and network billing database 50 as shown in figure 3, see paragraph 
[0019]); 

extracting at least one telephone number from the billing database or the call 
data record if at least some of the information stored in the billing database or call detail 
record (see paragraph [0022] or [0025]); and 

adding the extracted at least one telephone number to the electronic address 
book (see paragraph [0021]). 

It should be noticed that Silver fails to clearly teach the feature of a 
predetermined criteria defined or selected by a user. However, Harms et al. ("Harms") 
teaches features in paragraphs [0035]) for a purpose of selectively populating address 
information an address book. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the use of the feature of a predetermined 
criteria defined or selected by a user, as taught by Harms, into view of Comp in order to 
selectively populate address information an address book. 

Regarding claims 2-3, Comp further teaches limitations of the claims in 
paragraph [0025]. 

Regarding claims 6-12, Comp further teaches limitations of the claims in 
paragraphs [0019] and [0021]. 
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Regarding claims 13-14, Comp and Harms teacli the provisioning extracted 
contact Information in a form of signal transmission and displaying the contact 
information to user. It is also known that other type of transmissions and presentation of 
contact information such as in a form of synthesized speech and SMS message, etc. 
are obviously implemented. Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to incorporate the use of a form of 
synthesized speech and SMS message in the well-known techniques into view of Silver 
and Harms in order to improve the provision of contact information to the user. 

Regarding claim 15, Harms further teaches limitations of the claim In paragraphs 

[0035]. 

Regarding claims 20-22, Harms further teaches obviously limitations of the 
claims In col.7, lines 10-20. 

Regarding claim 23, Comp teaches a system for populating an electronic 
address book, comprising: 

an analyzing unit which analyzes information stored in a billing database or call 
data record (i.e., call log manager 52 and network billing database 50 as shown in figure 
3, see paragraph [0019]); 

an extracting unit which extracts at least one telephone number from the billing 
database or the call data record if at least some of the information stored In the billing 
database or call detail record (see paragraph [0022] or [0025]); and 

a transferring unit which adds the extracted at least one telephone number to the 
electronic address book (see paragraph [0021]). 
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It should be noticed that Comp fails to clearly teach the feature of a 
predetermined criteria defined or selected by a user. However, Harms teaches features 
in paragraphs [0035]) for a purpose of selectively populating address information an 
address book. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the use of the feature of a predetermined 
criteria defined or selected by a user, as taught by Harms, into view of Comp in order to 
selectively populate address information an address book. 

Regarding claims 24-25, Comp further teaches limitations of the claims In 
paragraph [0025]. 

Regarding claims 28-34, Comp further teaches limitations of the claims in 
paragraphs [0019] and [0021]. 

Regarding claims 35-36, Comp and Harms teach the provisioning extracted 
contact Information In a form of signal transmission and displaying the contact 
information to user. It is also known that other type of transmissions and presentation of 
contact information such as in a form of synthesized speech and SMS message, etc. 
are obviously implemented. Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to incorporate the use of a form of 
synthesized speech and SMS message in the well-known techniques Into view of Silver 
and Harms in order to improve the provision of contact information to the user. 

Regarding claims 41-43, Harms further teaches obviously limitations of the 
claims In col.7, lines 10-20. 
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7. Claims 4-5 and 26-27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Comp (Pub. No.: US 2004/0203579) in view of Harms et al. (Pub. No.: US 
2003/0078981 ) as applied to claims 1 and 23 above, and further in view of Sommerer 
(Pub. No.: US 2002/0143879 also cited in tiie previous Office Action). 

Regarding claims 3-5, Comp and Harms, in combination, fails to clearly teach the 
features of assigning a nickname to a received contact information to be stored in a 
database for future use. However, Sommerer teaches such features in paragraphs 
[0031] for a purpose of quickly retrieving a destination address associated with the 
nickname for a communication session. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the use of the features of assigning a 
nickname to a received contact information to be stored in a database for future use, as 
taught by Sommerer, into view of Comp and Harms in order to quickly retrieve a 
destination address associated with the nickname for a designed communication 
session. 

8. Claims 16 and 37 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Comp (Pub. No.: US 2004/0203579) in view of Harms et al. (Pub. No.: US 
2003/0078981) as applied to claims 1 and 23 above, and further In view of Mansfield 
(Pub. No.: US 2003/0185365 also cited in the previous Office Action). 

Regarding claims 16 and 37, Comp and Harms, in combination, fails to clearly 
teach the features of overwriting conflicts or old entries of contact information. However, 
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Mansfield teaches such features in paragraph [0081] for a purpose of updating contact 
information in a phonebool^. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the use of the features of overwriting 
conflicts or old entries of contact information, as taught by Mansfield, into view of Comp 
and Harms in order to update contact information in the address book. 

9. Claims 1 7, 1 9, 38 and 40 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Comp (Pub. No.: US 2004/0203579) in view of Harms et al. (Pub. 
No.: US 2003/0078981) as applied to claims 1 and 23 above, and further in view of 
Yang (US Pat. #: 6,766,017 also cited in the previous Office Action). 

Regarding claims 17 and 38, Comp and Harms, in combination, fails to clearly 
teach the features of dialing, a number of times, of a telephone number within a certain 
time period. However, Yang teaches such features in col.4, lines 45-65 for a purpose of 
updating memories of contact information on frequency of usage of respective 
telephone numbers. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the use of the features of dialing, a number 
of times, of a telephone number within a certain time period, as taught by Yang, into 
view of Comp and Harms in order to update contact information in the address book. 

Regarding claims 19 and 40, also accordance to the above cited reference in 
claim 17, Yang can be obviously modified so that the MPU 100 to be able to 
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automatically determine the new number with short period of time which may be 
deleted, or not added to the lists in any memories. 

10. Claims 18 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Comp (Pub. No.: US 2004/0203579) in view of Harms et al. (Pub. No.: US 
2003/0078981) as applied to claim 1 above and further in view of Kang (US Pat. #: 
7,110,529). 

Regarding claims 18 and 39, Comp and Harms, in combination, fails to clearly 
teach the features of receiving a telephone number of an incoming call for a number of 
times within a predetermined period of time. However, Kang teaches such features in 
col.4, lines 1-28 for a purpose of updating a telephone number database (DB). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the use of the features of receiving a 
telephone number of an incoming call for a number of times within a predetermined 
period of time, as taught by Kang, into view of Comp and Harms in order to update 
contact information in the address book. 

Response to Arguments 

1 1 . The Examiner acknowledged that the Applicant filed a Declaration pursuant to 37 
C.F.R. § 1 .131 is being submitted together with this response to disqualify the Silver et 
al. (US Pat.: 7,035,396) (hereinafter "Silver"). The Applicant submits that Silver is 
disqualified as a valid prior art reference under 35 USC § 103(a) because the invention 
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was conceived prior to the priority date of Silver, and tlie Applicant was diligent in 
reducing the invention to practice from prior to the priority date of Silver until the filing 
date of the instant Application. The Declaration pursuant to 37 C.F.R. §1.131 that 
establishes the date of conception of the invention that is the subject matter of the 
current Application, to be a date at least prior to the priority date of Silver. Therefore, all 
new references cited in this Office Action act as "replacement" in place of the teachings 
of Silver reference. 

Applicant's arguments with respect to claims 1-43 have been considered but are 
moot in view of the new ground(s) of rejection. 

1 2. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Binh K. Tieu whose telephone number is (571) 272- 

751 0 and E-mail address: BINH.TIEUaUSPTO.GOV . 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Mr. Curtis Kuntz, can be reached on (571 ) 272-7499 and IF PAPER HAS 

BEEN MISSED FROM THIS OFFICIAL ACTION PACKAGE, PLEASE CALL 

CUSTOMER SERVICE FOR THE SUBSTITUTIONS OR COPIES. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
Or faxed to: 

(571)273-8300 
Hand Carry Deliveries to: 

Customer Service Window 
(Randolph Building) 
401 Dulany Street 
Alexandria, VA 22314 
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In formation regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (FAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the FAIR system, see http://pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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